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Status 

1)13 Responsive to communication(s) filed on 02 August 2004. 
2a)Q This action is FINAL. 2 b)H This action is non-final 

4) 13 Claim(s) ISO is/are pending in the application. 
4a) Of the above claim(s) 5,6,8,12 and 29-60 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) E Claim(s) 1-4.7.9.13.14 ?? »nri is / are rejected. 
7M Claim(s) 10.11.15-21 and 23,25 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement 

Application Papers 

9) E3 The specification is objected to by the Examiner. 

1 0M The drawings filed on 47*2002 is/are: m accepted or b)D objected to by the Examiner 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 85(a) 

11) D The proposed drawing correction filed on is: a)D approved b) D disapproved bythe Examiner 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 
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DETAILED ACTION 

Election/Restrictions 

1. Applicant's election of Group I, claims 1-28, and species 1 (claim 4), species 4 (claim 7), 
and species 6 (claims 10 and 1 1) filed on August 2, 2004 is acknowledged. Because applicant 
did not distinctly and specifically point out the supposed errors in the restriction requirement, the 
election has been treated as an election without traverse (MPEP § 818.03(a)). Therefore, claims 
1-4, 7, 9-11, and 13-28 will be examined. 



Specification 

2. The abstract of the disclosure is objected to because it exceeds 150 words in length. 
Correction is required. See MPEP § 608.01(b). 



Claim Objections 

3. Claim 24 is objected to because of the following informality: "the first and 

second groups being different" should be "the first group of capture beads and the second group 
of capture beads being different". 

4. Claim 25 is objected to because of the following informality: "the first and second groups 
being different" should be "the first group of reporter beads and the second group of reporter 
beads being different". 

Appropriate correction is required. 
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5. 



Claim Rejections - 35 USC §112 
The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

SS^^^ canol ? de T lth on ! or r re cklms particularly P° mtm s out and <M°m &e 

subject matter which the applicant regards as his invention. S 

6. Claims 2-4, 7, 9, 13, 14, 22, and 26-28 are rejected under 35 U.S.C. 1 12, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

7. Claim 2 is rejected as vague and indefinite in view of the phrase "the isolating includes 
subjecting the mixture to a magnetic field" since this phrase is incomplete. The examiner 
suggests to change "the isolating includes subjecting the mixture to a magnetic field" to "the 
isolating the dual bead complex includes subjecting the mixture to a magnetic field". Please 
clarify. 

8. Claims 3 and 4 are rejected as vague and indefinite. Since exposing step (on a disc) in 
claim 1 is after isolating step of claim 1, in view of claim 2, the magnetic field must be applied 
before the capture beads and reporter beads are on the disc. Therefore, the phrase "the magnetic 
field is applied while the capture beads and reporter beads are on the disc" recited in claim 3 and 
the phrase "the capture beads and reporter beads are mixed off the disc and the magnetic field is 
applied to the mixture of the sample and the beads off the disc" recited in claim 4 do not make 
sense. Please clarify. 

9. Claim 7 is rejected as vague and indefinite in view of the phrase "the detecting includes 
directing light to the capture field and detecting light reflected from the capture field" since this 
phrase is incomplete. The examiner suggests to change "the detecting includes directing light to 
the capture field and detecting light reflected from the capture field" to "the detecting the 
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presence of the dual bead complex includes directing light to the capture field and detecting light 
reflected from the capture field". Please clarify. 

10. Claim 9 is rejected as vague and indefinite in view of the phrase "the reporter beads are 
fluorescent, the detecting including directing light at a wavelength at which the reporter beads 
fluoresce, and detecting light at a wavelength emitted by the reporter beads" since this phrase is 
unclear. The examiner suggests to change "the reporter beads are fluorescent, the detecting 
including directing light at a wavelength at which the reporter beads fluoresce, and detecting 
light at a wavelength emitted by the reporter beads" to "the reporter beads have 
fluorescent labels, the detecting including directing light at a wavelength at which the fluorescent 
label is excited, and detecting light at a wavelength at which the fluorescent label is emitted". 
Please clarify. 

1 1 . Claim 1 3 is rejected as vague and indefinite because it is unclear that the biological 
sample in claim 1 includes all samples in claim 13 or a biological sample in claim 1 is selected 
from one of the samples in claim 13. Please clarify. 

12. Claim 14 is rejected as vague and indefinite because it is unclear what it intended. The 
examiner suggests to change "the reporter bead includes latex, gold, plastic, steel, or titanium" to 
"the reporter bead is made by latex, gold, plastic, steel, or titanium". Please clarify. 

1 3 . Claim 22 is rejected as vague and indefinite because it is unclear that the target agent in 
claim 1 includes all nucleic acids in claim 22 or the target agent in claim 1 is selected from one 
of nucleic acids in claim 22. Please clarify. 

14. Claim 26 is rejected as vague and indefinite because it is unclear what means "a 
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second capture field fluidly coupled to the first capture field". What kind of coupling can be 
called as "fluidly" coupling? Please clarify. 

15. Claim 26 is rejected as vague and indefinite. Since claim 1 only requires one capture field 
while claim 26 has two capture fields, claims 1 and 26 do not correspond each other. Please 
clarify. 

16. Claims 27 and 28 are rejected as vague and indefinite. Since claim 1 only requires one 
capture field and one capture agent while claims 27 and 28 has two capture fields and two 
capture agents, claim 1 and claims 27 and 28 do not correspond each other. Please clarify. 

Double Patenting 

17. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1970);and, In re Thorington, 418 F. 2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer A terminal disclaimer signed by the assignee must fully comply with 37 
CFR 3.73(b). 
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18. Claim 1 is provisionally rejected under the judicially created doctrine of obviousness- 
type double patenting as being unpatentable over claims of copending Application 
No. 10/087,549. Although the conflicting claims are not identical, they are not patentably distinct 
from each other because the examined claims in this instant application is either anticipated by, 
or would have been obvious over, the reference claims. See In re Goodman, 1 1 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In 
re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 
USPQ 619 (CCPA 1970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 
Although claim 1 in this instant application are not identical to claim 1 of copending Application 
No. 10/087,549, claim 1 in copending Application No. 10/087,549 are directed to the same subject 
matter and fall entirely within the scope of claim 1 in this instant application. In other words, 
claim 1 in this instant application is anticipated by claim 1 of copending Application 
No. 10/087,549. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 

Conclusion 

19, No claim is allowed. 

20. Papers related to this application may be submitted to Group 1600 by facsimile 
transmission. Papers should be faxed to Group 1600 via the PTO Fax Center. The faxing of 
such papers must conform with the notices published in the Official Gazette, 1096 OG 30 
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(November 15, 1988), 1156 0G61 (November 16, 1993), and 1157 OG94 (December 28, 
1993)(See 37 CAR § 1.6(d)). The CM Fax Center number is either (703) 872-9306. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Frank Lu, Ph.D., whose telephone number is (571)272-0746. 
The examiner can normally be reached on Monday-Friday from 9 A.M. to 5 P.M. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gary Benzion, can be reached on (571)272-0782. 

Any inquiry of a general nature or relating to the status of this application should be 
directed to the Chemical Matrix receptionist whose telephone number is (703) 308-0196. 



Frank Lu 
PSA 

August 23, 2004 




FRANK LU 
mTENT EXAMINER 



